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IN THE SUPREME COURT OF THE STATE OF UTAH

TIME COMMERCIAL FINANCING CORP.,
A Utah corporation,
Plaintiff-Respondent

VS,

CAROL BRIMHALL, WILLIAM HESTERMAN
STEPHEN D. SCEULTZ and BRIMHALL
PRODUCTS, INC.,

?

Defendants-Appellants,
and

)
)
)
)
)
)
)
)
)
)
)
)
)
WALKER BANK & TRUST COMPANY )
Administrator with the Will )
annexed to the Estate of )
Ray S. Brimhall, deceased, )
) Case No. 16167
Defendant-Appellant )
and Third Party )
Plaintiff, )
)
)
)
)
)
)
)
)
)
)
)

VS.

BRINMCO HYDRAULICS & ENGINEERING
INC., a corporation, JOHN B.
FAIRBANKS, JR., and WESTERN
RESEARCH AND MANUFACTURING
COMPANY,

Third Party Defendants.
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APPEAL FROM THE ORDER OF THE THIRD
DISTRICT COURT IN AND FOR SALT LAKE COUNTY,
STATE OF UTAH, DATED OCTOBER 24, 1978
BY THE HONORABLE JAMES S. SAWAYA, DISTRICT JUDGE

RN
v

Philip A. Mallinckrodt
Robert R. Mallinckrodt
Mallinckrodt & Mallinckrodt
10 Exchange Place

Salt Lake City, Utah 84111
‘Telephone: (801) 328-1624

. A. Wally Sandack
R Sandack & Sandack
. 370 East Fifth South
Salt Lake City, Utah 84111
Telephone: (801) 531-0555

Attorneys for
Plaintiff-Respondent

Thomas J. Rossa

David V. Trask

Trask & Britt

345 South State Street, Suite 105
Salt Lake City, Utah 8411
Telephone: (801) 532-1922

Attorneys for Defendants and
Appellants Carol Brimhall Davis,
Walker Bank & Trust Company
and Brimhall Products, Inc.
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NATURE OF THE CASE

This is an appeal by defendants-appellants (Carol Brimhall Davis and
Walker Bank & Trust Co.) from an order of the lower court exercising its diseretion to
refuse to hear and decide complicated questions of Federal patent law. Three issues
were before the lower court, all of which it refused to decide because, in each,
Federal questions of patent law were involved. Defendants-appellants have appealed
from this refusal as to one of the issues. Plaintiff-respondent (Time Commercial
Financing Corp.) has cross-appealed as to the other two, so that the ultimate outcome
can be consistent.

The action is not a post judgment contract dispute as asserted by
defendants-appellants.

DESIGNATION OF PARTIES

To avoid the possibility of confusion in the further consideration of this
case, plaintiff-respondent (and cross-appellant) Time Commercial Financing Corp.
adopts for the most the party designations used throughout defendants-appellants’
Brief. Thus, hereinafter plaintiff-respondent (and cross-appellant) will be referred to
as TIMECO and defendants-appellants will be individually referred to as DAVIS and
WALKER BANK, respectively, and collectively as DAVIS et al. Brimhall Products,
Inc., a eross-respondent, will be referred to by its full name.

DISPOSITION IN THE TRIAL COURT

On October 24, 1978, the lower court entered an order dismissing TIMECO's
claim to damages arising from DAVIS et al's breach of an implied exclusive license
found by the court to reside in TIMECO under certain patents granted to one Ray S.
Brimhall; denied TIMECO's Motion for Summary Judgment of Patent Invalidity of one
of those patents; and dismissed the question of whether royalties were due to DAVIS et
al. on a device patented by TIMECO, which device has never been found to come
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within either the seope of the implied exclusive license or of one or the other of the
licensed patents.

The order was based on the lower court's finding that, for each issue, it
would have to address and decide questions of Federal patent law, which, could be
better handled by a Federal court.

RELIEF SOUGHT ON APPEAL AND CROSS-APPEAL

DAVIS et al. filed their appeal asking this Court to reverse the lower court
as to the particular issue of whether royalties are due to them based on TIMECO's own
patented device. TIMECO thereupon filed its cross appeal as to the other two issues,
so there can be a consistent disposition of all issues.

STATEMENT OF FACTS

TIMECO objects to DAVIS et al's erroneous assertions under the heading
"Post Judgment (1976-1978)" to the effect that post judgment proceedings were insti-
tuted in order to obtain judgment for royalties due under the Decree which TIMECO
refuses to pay. There has never been any effective determination by any court that
royalties are due on TIMECO's Nordell-Kimball cab latch.

All royalties due have been paid. DAVIS et al's assertion is not a statement
of fact; it assumes an answer to a question that is yet to be determined, namely: Are
royalties due on the Nordell-Kimball latch?

Similarly, TIMECO objeets to DAVIS et al's characterization of the monies
they are now seeking as "unpaid royalties”. Such monies are not unpaid royalties until
a court determines that royalties are payable on the Nordell-Kimball latch.

TIMECO has no objection to DAVIS et al's summary of the early history of
the case, but adds the following relevant facts:

In addition to loans made by TIMECO to Brimco after Mr. Brimhall's death,
at least one loan had been made by TIMECO to Brimco at a time substantially before
his death (Finding of Fact 1i(1), R-604).

Sponsored by the S.J. Quinney Law Library. Funding for digitization provided by the Institute of Museum and Library Services

Library Services and Technology Act, administered by the Utah State Library.
Machine-generated OCR, may contain errors.

-2-



The lower court found that, during Mr. Brimhall's life and at the time of
Mr. Brimhall's death, Brimco owned an implied exclusive license in the Valve System
Patent and the Cab Latch application (Finding of Fact 9, R0602, Finding of Fact 15, R-
609), and that such implied license was transferred to TIMECO by reason of its
purchase of the assets of Brimeo at public sale (Finding of Faet 43, R-619-620).

On December 22, 1970, Brimhall Products, Inc., was duly formed by Carol
Brimhall, Stephen D. Schultz, and Randall L. Brimhall (Mrs. Brimhall's son) and entered
into a license agreement with WALKER BANK, without notification to or the consent
of exclusive licensee Brimeo or TIMECO, permitting Brimhall Products, Inc. to make,
use, and sell devices under the "Valve System" patent and the "Cab Latch" application
upon payment of royalties to DAVIS et al. Brimhall Products, Inc. set up production
facilities and commenced the manufacture of "Cab Latches" (Finding of Fact 45, R-
620) adversely to TIMECO's exclusive rights.

SUMMARY OF THE LEGAL DISPUTES

TIMECO does not believe that the legal disputes involved in this appeal can
be neatly separated as done by DAVIS et al.

DAVIS et al have on many occasions urged the lower court to dismiss
TIMECO's claim for damages on the grounds that such elaim involves issues of patent
infringement which a State court cannot entertain. They urged that the question of
patent infringement is one exclusively for a Federal court.

Although TIMECO has argued that its claim for damages does not involve
any question of patent infringement, but merely one of interference with contractual
rights, the lower court has held otherwise.

Because of these rulings and the lower court's refusal to pass on issues
involving patent law, TIMECO moved the court to dismiss the question of whether
royalties are payable on the Nordell-Kimball latch. Clearly, that question involves the

scope of patent claims and a determination of patent validity. To be consistent, the
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court must entertain all three issues or none of them. The court agreed and dismissed
as to all issues.
ARGUMENT

The trial court has already enforced its judgment and was within its rights
in dismissing the question of whether royalties are payable on the Nordell-Kimball
lateh. That question involves consideration of whether the patent would be infringed,
but for the license, and of patent validity. When confronted with ancillary questions
of Federal patent law in a proper case, a State court can exercise discretion as to
whether it will or will not accept jurisdiction, and may leave those questions to the
Federal courts. The lower court here was correct in treating all three of the issues
before it consistently.

THE COURT HAS ENFORCED ITS JUDGMENT

The decree of the lower court was rendered on TIMECO's request for a
declaratory judgment as to its rights in the two Brimhall inventions. It was the court's
considered judgment that TIMECO has an implied exclusive license under the two
patents granted on these inventions, for the lives of the patents, provided that it pays
royalties of 2% on items made and sold pursuant to such licensed patents. The court
determined the monetary amount of royalties due DAVIS et al. under the license, and
TIMECO has paid such amount and continues to pay the decreed royalties as they
become due.

The question raised by the appeal filed on behalf of DAVIS et al. goes
beyond anything heretofore decided in the case. In addition to making and selling the
licensed Brimhall "Cab Latch," TIMECO is making an improved latch invented by two
of its employees (Nordell and Kimball) in response to what was determined to be a
possible safety problem with the Brimhall latch. TIMECO has continally alleged that
the improved (Nordell-Kimball) cab latch does not come within the scope of the

license agreement and hes not paid royalties on such latch. Whether or not royalties
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are payable on the Nordell-Kimball cab latch is dependent upon whether it constitutes
an infringement of the patents if royalties are not paid. Thus, the question before this
Court is not merely one of enforeing an order. This Court has already determined that
an enforceable order can only be predicated upon evidence. The lower court has
refused to take and pass on evidence, holding instead that this can best be done by a
Federal court.

That the Decree establishes a royalty only for products made according to

the two Brimhall patents is clear. Thus, the Decree reads:

"3. That the plaintiff Time Commercial Fi-
nancing Corporation is the owner of an implied
exclusive license under said United States Letters
Patent No. 3,430,653 (the "Valve System" invention)
and under United States Patent Application No.
732,484 (the "Cab Latech" invention) and any letters
patent granted thereon, said license being the exelu-
sive right to make, use, and sell said invention and

[lln return for said license, Plaintiff Time
Commercial Financing Corporation is obligated to
pay monthly ... royalties in the amount of two
percent (2%) of total sales of Valve Systems and
Cab Lateches and parts thereof." (Decree, para. 3. F-
625 to 626)

Royalties are to be paid on Valve Systems and Cab Lateches, and such Valve
Systems and Cab Latches are those covered by Brimhall Letters Patent No. 3,430,653
(the "Valve System" invention) and Brimhall Patent Application No. 732,484 (the "Cab
Latch" invention) and by any letters patent granted on the latter (Brimhall Letters
Patent No. 3,797,882).

In a hearing held Oectober 11, 1978, Judge Sawaya agreed with the above
interpretation of the Decree:

THE COURT: I'm a little confused, Mr.
Mallinckrodt. I understand the issue. Certainly, my
opinion or feeling is that the defendants are entitled
to the royalties on the cab latch and valve system
that is indicated in the Findings of Fact and the
Decree in this matter.

MR. MALLINCKRODT: And that is the valve
— or the cab lateh that was — that is covered by the
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THE COURT: Yes. Yes. No question about
that. Now, we have been toying with the issue of
whether or not they are entitled to royalties on the
basis of the Nordell-Kimball so-called black latch--
(R-1865)

Thus, the lower court itself considers the matter of whether royalties are
payable on the Nordell-Kimball latch as being a separate question for determination, a
question not covered by any previous order.

PATENT VALIDITY AND INFRINGEMENT MUST BE ADDRESSED

The implied exclusive license to TIMECO grants exclusive rights under the
two aforementioned Brimhall patents. In order to come within the scope of the license
and thus within the scope of the obligation to pay royalties, the Nordell-Kimball cab
latch has to come within the scope of the claims of one or the other of these Brimhall
patents.

Although the fact that the Nordell-Kimball lateh is manufactured in
accordance with TIMECO's own Letters Patent No. 3,752,519 is not determinative of
whether or not such latch comes within the scope of valid claims of, i.e. infringes, a
Brimhall patent, it does establish the fact that the Patent Office of the United States
was of the opinion that there are significant differences between the Brimhall cab
lateh and the Nordell-Kimball eab latch.

Sec. 102 of the Patent Laws of the United States (35 U.S.C) provides:

"A person shall be entitled to a patent unless-

(a) the invention was known or used by others
in this country, or patented or described in a printed
publication in this or a foreign country, before the
invention thereof by the applicant for patent...."

TIMECO's patent itself mentions the prior Brimhall cab lateh and makes
reference to the then pending Brimhall application. Thus, the Patent Office had
knowledge of the detailed construction of both the licensed Brimhall "Cab Lateh" and

the Nordell-Kimball cab latch when it issued TIMECO's patent. In issuing such patent,

the Patent Office found in effect that the Nordell-Kimball cab latch was not
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specifically known, used, nor patented by others prior to its invention by Messrs.
Nordell and Kimball. This amounts to a finding of significant differences between the
two products.

In the case of Washington Scientific Industries, Inc., v. Shiley Labora-

tories, Inc., 187 USPQ 236, 243 (1975), the District Court, C.D. California, citing the
United States Supreme Court, said:

"The accused device is the subject of a United
States patent allowed by the Patent Office after
specific consideration of the Kaster patent in suit
and, while this is not conclusive that the accused
Bjork-Shiley valve does not infringe the Kaster
patent, 'the presumption from the grant of letters
patent is that there is a substantial difference
between the inventions' Kokomo Fence Machine
Company v. Kitselman, 189 U.S. 8, 23, 23 S.Ct. 521,
527 (1903)." (complete copy of decision in the
Appendix)

In considering the royalty requirement in a patent license, the 4th Circuit

U.S. Court of Appeals in the case of Richen-Gemco, Ine. v. Heltra, Ine., 540 F.2d 1235,

1240; 191 USPQ 663, 666 (1976), said:

"The patent claim language thus limits and defines
the precise mechanical structure on which royalties
may be exacted under the contract. The manner of
operation of the machine purchased from Heltra, or
of copies thereof made by Richen, is irrelevant to
the issue in the case. That Richen's machine
product may or may not utilize the 'basic concept’
of conveying yarn through a heated conduit by a
flow of air is also irrelevant. Under the contract,
royalties are not to be exacted on the sale of
machines using Tradewell's 'basic concept' but,
rather, on sale of machines 'covered by said patent
application'."

Earlier in the decision, at page 1239, the court said:
"It is elementary that the definition of subject
matter 'covered' by a patent must be found in the
claims."
Therefore, in order for royalties to be legally payable on the Nordell-

Kimball cab lateh, that cab lateh must come within the scope of and infringe one or
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In the case of Washington Scientific Industries, Ine., et al. v. Shiley Labora-

tories, Ine., supra, the Court said at page 241:

"The burden of proving infringement is upon plain-
tiff [the one asserting infringe-mentl, ... . A
determination respecting infringement requires a
comparison of the claims of the patent with the
accused deviee on an element-by-element basis,
Werner v. King, 96 U.S. 218 (1877); Hardison v.
Brinkman, 156 F. 962 (9th Cir. 1907); Stukenborg v.
Teledyne, Ine. 299 F. Supp. 1152, 161 USPQ 10 (C.D.
Calif. 1969) and 't is settled that' to sustain the
charge of infringement the infringing device must
be substantially identical with the one alleged to be
infringed in (1) the result attained; (2) the means of
attaining that result; and (3) the manner in which its
different parts operate and cooperate to produce
that result'." Dolgoff v. Kaynar Company, 18 F.R.D.
424, 108 USPQ 66 (S.D. Calif. 1955) quoting from
Montgomery Ward & Co. v. Clair, 123 F. 24 878, 881,
51 USPQ 449, 502-503 (8th Cir.1941). Infringement is
not a mere matter of words and there is no infringe-
ment if the mode of operation of the accused device
is different or there is no equivalency of means.
Grant v. Koppl, 99 F. 2d 106, 39 USPQ 36 (9th Cir.
1938). Evidence of general similarities in broad
concept, e.g., a tilting dise, a disc free to rotate,
ete., is not sufficient to establish infringement."

to be infringed must be valid.

Further, in order that infringement exist, the claims of the patent alleged

After finding a patent invalid, the Court of Appeals for the Tenth Circuit

in Ohio Citizens Trust Co. v. Lear Jet Corp. 403 F.2d 956, 959; 160 USPQ 11, 14 (1968),

said:

"The question of infringement need not be con-
sidered because an invalid patent cannot be
infringed."

Since an invalid patent cannot be infringed, the court must make an affirmative

finding of patent validity before it can make an effective finding of infringement.

THE ISSUE OF PATENT VALIDITY IS NOT RES JUDICATA

TIMECO has good reason to believe that Brimhall Patent No.

3,797,882,

issued March 19, 1974 on the "Cab Lateh" is invalid, because among other things such
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Cab Latch was "on sale" more than one year prior to the filing date (April 29, 1968) of
the application for patent.

Evidence of invalidity was presented to the lower court by TIMECO's
Motion for Summary Judgment of Patent Invalidity (R. 544-562, 564-567) soon after
TIMECO satisfied itself as to the facts. The lower court declined to entertain or rule
substantively on the motion when presented and denied such motion as not timely filed
(R. 581). Such motion was made in reference to royalties found due on the Brimhall
latch. The question of royalties on the Nordell-Kimball lateh had not yet come up.

It is submitted that the decision as to the initial Motion for Summary
Judgment has no bearing nor effect on a similar motion presented pursuant to the
different question of whether royalties are payable on the Nordell-Kimball latch. That
is a new question and one for which the correlative question of infringement is also
involved.

The fact that TIMECO is a licensee under the Brimhall patent does not bar
it from attacking validity at any time.

The Supreme Court of the United States, in Lear, Inc. v. Adkins, 395 U.S.

653; 162 USPQ 1(1969), held that a licensee under a patent is always free to attack the
validity of the licensed patent. This is true even in instances in which the license
agreement contains a provision expressly prohibiting such an attack.

DAVIS et al. argue that the Lear doctrine does not apply in the case at bar.
They assert that, because TIMECO made a motion for summary judgment of patent
invalidity in 1974, which was denied, somehow the question is res judicata and eannot
now be raised. As already noted, the 1974 Motion (R.549-562, 564-567) was directed to
the question of royalties due on the Brimhall latech. The motion was dismissed as
untimely in those circumstances. The question of the Nordell-Kimball latch and its

infringement had not yet arisen. Thus, there was no determination on the merits of

Sponsored by the S.J. Quinney Law Library. Funding for digitization provided by the Institute of Museum and Library Services
Library Services and Technology Act, administered by the Utah State Library.
Machine-generated OCR, may contain errors.

-9-



the motion. There is nothing in the Decree finding such Brimhall patent valid or
infringed. There has been no ruling at all concerning validity or infringement of the

Brimhall patents.

In USM Corp. v. Standard Pressed Steel Co., 453 F.Supp. 743, 200 USPQ

788 (D.C.N.D.IlL, 1978), the case cited by DAVIS et al. as supporting their res judicata

argument, the court said on page 792:

"It is clear in this ecircuit and elsewhere that a
consent decree containing an adjudication of the
validity of a patent, but lacking an express or
implied adjudication of infringement, will not be
accorded res judicata effect in a later action
between the parties. Kraly v. National Distillers &
Chemical Corp., 502 F.2d 1366, 183 USPQ 79
(7th Cir. 1974); Business Forms Finishing Services,
Ine. v. Carson, 452 F.2d 70, 171 USPQ 519
(7th Cir. 1971); and see e.g. AddressographMulti-
graph Corp. v. Cooper, 156 F.2d 483, 70 USPQ 272
(2nd Cir. 1946). However, 'the question * * *
whether a consent judgment adjudicating infringe-
ment as well as validity bars a party to the judg-
ment from subsequently challenging the validity of
the patent has not been decided by * * * [the
Seventh Circuit].' USM Corp. v. Standard Pressed
Steel Co., 524 F.2d 1097, 188 USPQ 52
(7th Cir. 1975)."

In the USM case, page 790, there had been a prior consent decree entered
in which:
"Provisions of the agreement reciting the validity of
the Villo patent, the scope of its claims, and the
fact of USM's infringement were incorporated. . . ."
There, the consent decree brought that case into the questionable area. The court
found that under these cirecumstances res judicata should be afforded the consent
decree on the ground that both validity and infringement had been found.
In the present case, there is a judgment by the court rather than by
consent. However, there are no findings of infringement nor validity. Therefore, the
present case clearly falls into the category indicated by the court in the USM case as

not having any res judicata effect.
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A STATE COURT HAS DISCRETION NOT TO HEAR FEDERAL ISSUES

TIMECO has long urged that a State court has jurisdiction to hear and
decide Federal patent law questions of infringement and validity when such questions
arise ancillary to a proper State court proceeding. TIMECO does not argue otherwise
now. It acknowledges that the lower court has jurisdiction of the issues if it wishes to
decide such issues. However, TIMECO submits that a State court may exercise
diseretion in the matter and refuse to invoke jurisdiction if it so desires.

In Kish v. Wright, 562 P.2d 625 (Utah Supreme Court, 1977), this Court
dealt with a problem involving the exercise of discretion by a State court in dismissing
a case in which the Federal court had concurrent jurisdiction. That case involved a
civil rights action brought in the State district court under 42 U.S.C.§1983. This Court
concluded that the State court did, indeed, have jurisdiction in the action but that such
jurisdiction was concurrent with jurisdiction of the Federal court. The action could
have been brought in either court. This Court then examined the question of whether,
although the State court did have jurisdiction, it had discretion to refuse to invoke
jurisdiction, thus leaving the plaintiff to go to the Federal court to seek his remedy.
This Court examined the doctrine of forum non-conveniens and decided the doctrine
had application in instances of actions which could have been brought in either State
or Federal court, and that in such an instance a State court could refuse jurisdiction
and could dismiss the case without prejudice, whereupon the complaining party could
then file the action in Federal court.

This Court stated, at page 628, the rule recognized in Utah as being:

“{T} he trial court has an inherent right to dismiss a
cause of action over which it has jurisdiction for the
reason that there is a more convenient forum and
that federal statutes do not make it mandatory that
Utah courts exercise jurisdiction.”

and just above that said:

"It is a general rule that the trial court's

! ) qlscretlon to invoke the doctrine of forum
Sponsored by the S.J. Quinney Law Library. Funding for digitization provided by the Institute of Museum and Library Services
Library Services and Technology Act, administered by the Utah State Library.
Machine-generated TR, may contain errors.



non-conveniens will not be interfered with by an
appellate court, absent an abuse of disceretion.”

In the present case, the issues involved in this appeal can be heard by a
Federal court, and the trial court has determined that the Federal court is the proper
and most convenient forum.

Although the order from which this appeal and cross-appeal are taken
indicate that the trial court believed exclusive jurisdiction was in the Federal courts,
the entire post judgment proceedings in this case indicate that the trial court believes
a Federal court is the best forum for deciding Federal patent law issues. The trial
court has clearly indicated that it does not want to address and determine such issues.

There Are No Federal Statutes Requiring
the State Court to Exercise Jurisdiction

TIMECO is aware of no Federal statute that would require a State court to
take jurisdiction of Federal patent law issues, and further is not aware of any Federal
statute that allows a State court to take jurisdiction of Federal patent law issues.
Jurisdiction by a State court is based solely upon case law doctrine to the effect that
when Federal patent law issues arise ancillary to a proper State cause of action, for
example an action for recovery of royalties under a patent license agreement, the
State court has jurisdiction of such ancillary issues.

There is Available the Alternate
Forum of the Federal Court

Contrary to the assertions in DAVIS et al.'s brief, page 17, that a Federal
court would have no jurisdiction of the patent issues of validity and infringement
involved here, TIMECO asserts that a Federal court would indeed have jurisdietion.

While it is true, as stated in Luckett v. Delpart, Inc. , 270 U.S. 495 (1926),

cited by DAVIS et al. in their brief, page 18, that if a patentee's complaint is one for
recovery of royalties under a contract, there is no Federal question and no Federal
Jurisdietion, it is also true that if a patentee's complaint is one for patent infringement
there is solely Federal jurisdiction based on strictly a Federal question.
Sponsored by the S.J. Quinney Law Library. Funding for digitization provided by the Institute of Museum and Library Services
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Although in the present case there is a license agreement currently in
effect between TIMECO and DAVIS et al., Federal jurisdiction is not automatically
precluded. TIMECO claims that all obligations under the license agreement have been
and are being met and that the Nordell-Kimball latch does not come within the scope
of the licensed patents,

In Thioko! Chemical Corp. v. Burlington Industries, Inc., 165 USPQ 741, 742-

743 (D.C. Dela., 1970), the court said:

"The purpose of license agreement is to insulate

those who pay for the use of patented processes or

products from infringement charges and the burden

of litigation. There are three situations only when a

licensee could be charged with infringement: (a) the

allegedly infringing devices are not covered by the

license; (b) the license has expired; or (e) plaintiff

has repudiated the license. Ski Pole Specialists, Ine.

v. MeDonald, 159 USPQ 709, 711, N. 4 (1969).
In the present case, TIMECO claims that the Nordell-Kimball latch is not covered by
the licensed patent. This, then, is situation (a) of the Thiokol case. Tnrtil a court
determination to the contrary, TIMECO gives up its protection under tne jicense from
charges of infringement with respect to the Nordell-Kimball latch. It would be
entirely proper for DAVIS et al. to bring action against TIMECO for infringement of
the Brimhall "Cab Latch" patent in Federal court, and such court would have

jurisdietion, notwithstanding the license agreement.

Cases such as Milprint Ine. v. Curwood, 196 USPQ 147 (CA7, 1977), cited by

DAVIS et al. in their brief, page 18, wherein a Federal court refuses to accept
jurisdiction of a deeclaratory judgment action brought by a licensee to have a licensed
patent declared invalid and not infringed because a prior-filed State court action for
recovery of royalties is pending and those same patent issues can be reached by the
State court, are not applicable in the present ecase. There is no attempt here to have a
Federal court proceed on the same issues that can be effectively handled in a pending

action. The State court has already considered the matter and has refused to act on
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Such cases do not stand for a lack of Federal jurisdiction in a situation such
as exists here where the State court has acted by refusing to consider the patent
guestions, and where there will be no duplication of effort or any possible conflict
between the courts.

There Is No Benefit To Be Derived by the
State Court Considering the Patent Issues

The action filed by TIMECO was to determine ownership of the Brimhall
patent rights and to recover damages for interference with those rights the court
might determine TIMECO owns. Ownership of the patents and TIMECO's rights
thereunder have been determined by the court and are embodied in the Decree. The
damage issue is a subjeet of the current cross appeal.

In making the determinations that it did, the court did not have to and did
not consider patent law questions of validity and infringement. Those questions are
completely new to it in terms of background facts needed for their determination.
Nothing the lower court has already done in this case puts it in a better position than
any other court to decide the validity and infringement questions. Thus, there is no
advantage in terms of judicial economy to be gained by having the State court rather
than the Federal court decide the patent issues.

THE TRIAL COURT HAS FOLLOWED THE
DIRECTIONS OF THIS COURT IN THE PRIOR APPEAL

In Appeal No. 15136, decided February 10, 1978, this Court said on page 3 of

the Opinion that:

"The record before us is totally devoid of
evidence and does not and cannot support the
findings below.

"The judgment of January 24, 1977, is reversed
and remanded for further proceedings in accord with
this opinion.”

There is nothing in this Court's opinion that directs the lower court to take

additional evidence to decide issues that the lower court believes can be better

Sponsored by the S.J. Quinney Law Library. Funding for digitization provided by the Institute of Museum and Library Services
Library Services and Technology Act, administered by the Utah State Library.
Machine-generat, 1(4 OCR, may contain errors.




decided by a Federal court. The lower court was left to determine its own course. It
could under the remand order take additional evidence and on the basis of that
evidence make a decision on the patent questions, or it could hold that the additional
evidence required for a ruling on the patent questions could best be taken and acted
upon by a Federal court. Judge Sawaya has followed the latter alternative and has
dismissed the matter, leaving DAVIS et al. to pursue its objectives by bringing action
against TIMECO for infringement of the Brimhall "Cab Latch" patent in the Federal
court. TIMECO can then reassert its claim for damages as a counterclaim. This is in
full accord with DAVIS et al.'s views as to how the damage claim should be handled.
CONCLUSION AS TO THE DAVIS et al. APPEAL

The Decree of the lower court determined that royalties were due from
TIMECO for "Cab Latches" made in accordance with the Brimhall "Cab Latch” patent.
These royalties have been paid. The Decree has been complied with and no
enforcement is necessary.

The question of whether royalties are due on ca~ iatches made in
accordance with TIMECO's Nordell-Kimball patent is a new issue for the court to
decide and one that involves questions of Federal patent law.

A State court has discretion to refuse to exercise jurisdiction where there
is concurrent jurisdiction of a matter with a Federal court and the State court
determines, as here, that the Federal court is a more convenient forum.

The lower court's dismissal of the question of whether royalties are due on
the Nordell-Kimball cab lateh, i.e. whether the Nordell-Kimball cab lateh infringes the
Brimhall patent, was within its diseretion and thus proper.

TIMECO'S CROSS APPEAL

As previously indicated, TIMECO has cross appealed from dismissal by the

lower court of its claim to damages by reason of DAVIS et al.'s derogation of

TIMECO's exclusive license under the Brimhall "Valve System' patent and "Cab Latch"
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patent application, and from denial by the lower court of its Motion for Summary
Judgment of Patent Invalidity.
THE CLAIM TO DAMAGES
TIMECO's Amended Complaint filed August 18, 1971 includes in its demand
for judgment the following:
"2. Permanently enjoining defendants or any
of them from using or licensing the use of the said
patent or patent application or any patent secured
therefrom to any other person or firm whatever
during the life of said patents; and
"3. Requiring defendants to account for all
profits made from the sale of products embodying
the claim of the said patent and patent application;
and

"4, For damages in the sum of One Million
($1,000,000.00) Dollars; and" (R-94)

TIMECO's claim to damages is based upon the licensing by WALKER BANK
to Brimhall Products, Inc. of the same two patents that the court has found were
exclusively licensed to Brimco Hydraulies & Engineering, Inc., which license is now
owned by TIMECO. This license, adverse to Brimco and to TIMECO, was given while
the Brimco exclusive license was in force. It was therefore in derogation of the rights
possessed by Brimco and now by TIMECO. It follows from the facts found by the court
(R-620) that DAVIS was instrumental in inducing WALKER BANK to grant the license
to Brimhall Produets, Inc. She was an incorporator and shareholder of that corpora-
tion,

After receiving the license, Brimhall Produects, Ine. commenced to
manufacture Brimhall "Cab Latches" in accordance with the Brimhall patent applica-
tion (R-620), and took one of its prime customers, Kenworth Truck Company.
Manufacture, and sales to Kenworth by Brimhall Products,Inc., continued after

TIMECO acquired Brimeo and its exclusive license under the Brimhall patents.
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The conduct TIMECO complains of constituted and continues to constitute
a breach by DAVIS et al. of the obligation each had to BRIMCO and eontinues to have
with respect to TIMECO to maintain the integrity of the exclusive license. Violation
of these obligations clearly come under State law and do not involve questions of
Federal patent law.

The conduet of DAVIS et al. complained of by TIMECO took place in the
fall of 1970 and winter of 1970-197L. That was before the pertinent Brimhall patent No.
3,797,882 had issued. The Brimhall invention was still only the subjeet of an
application before the United States Patent Office.

Since Letters Patent had not issued and did not issue until March 19, 1974,
there could have been no infringement cognizable under Federal patent laws until
March 19, 1974. Thus, a significant part of TIMECO's claim to damages can only be
based upon State law having to do with derogation of or interference with contractual
rights, not on patent infringement. The issues are proper for the State court to hear,
but could be made the subject of a counterclaim in any suit by DAVIS et al. against
TIMECO in a Federal court.

In any event, if this Court determines that dismissal of the question of
whether royalties are payable on the Nordell-Kimball latch was improper and that the
lower court must entertain the patent law issues involved, this Court to be consistent
must decide that the lower court should also hear and decide TIMECO's claim to
damages. Any possible question there involving Federal patent laws would be clearly
ancillary to the State law questions concerned.

TIMECO'S MOTION FOR SUMMARY JUDGMENT
OF PATENT INVALIDITY

On May 1, 1978, after remand of the prior appeal in this case (Appeal No.
15136), and specifically in connection with the question of whether or not royalties are
payable on the Nordell-Kimball cab lateh, TIMECO filed a Motion for Summary

Judgment of Patent Invaliditv. That motion was denied by the lower court on the
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ground that the question of patent validity should be decided by a Federal court. The
merits of the motion were not considered.

In the event this Court decides that the lower court must decide the
question of whether royalties are payable on the Nordell-Kimball latch, the question of
patent validity must then be considered. In that event, the lower court must
determine the merits of the Motion for Summary Judgment.

Respectfully submitted,

MALLINCKRODT & MALLINCKRODT

LA Wadldo d

Robert R. Mallinckrodt
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Washington Surntific Indusines, Inc. v Shiley Laborataries. b

187 USPQ

District Court. C. D. California

Washingion Saennfic Industnies Inc et al
L Shilen
No OV 02603 N L
Diecided March 30 197
PATENTS
1. Infringement — In general (§39.01)

Laboratonies Inc

Infringement — Identity of function
or operation {§39.50

Infringement — Tests of — Com-
parison with claim (§39.803)

Pleading and practice in courts —
Burden of proof — Infringement
(§53.134

Patent owner has burden ol proving in-
{ringement  ninngement  determination

requires comparison of claims with accused
device on element-by-element basis. in-
fringement is not mere matter of words and
there is no infringement if accused device's
mode of operation is different or there is no
equivalency of means; similarities 1n broad
concept do not establish infringement

2. Construction of specification and
claims — Claim defines invention

(§22.30)
Infringement — In general (§39.01)
Patentability — In general (§51.01)

Patent owner’s attempt in infringement
action 1o substitute invention’s “"essence’ or
“substance’” for claims is tantamount to
claiming infringement based on function
result. or principle of operation. but such
abstractions cannot be patented. parem
must be directed toward concrete thing
consisting of parts or of devices and com-
binations of devices

3. Infringement — Evidence of (§39.45)
Pleading and practice in courts —

Burden of proof — Infringement
(§53.134
Patere owrer canncr saush burden of

prouing inirngeme
mercial device wrroac

roacoased device
substantial showing oi general similantesin
overall results between patent owner’s com-
mercial device and accused device would not
establish infringement

even

4. Construction of specification and
claims — In general (§22.01)

Construction of specification and
claims — By specification and
drawings (§22.25)

Claims must be read. consirued. and
applhied in hght of specification and alleged
invention’s description. claims carnot be
gnen broader scope than invention. terms
must be given same meanings in claims asin
specification

5. Infringement — ldentity of function
or operation (§39.50)

Accused device that is substantially
different from patented device in means by
which result 15 obtained and manner in
which elements cooperate does not infringe.
even if same result Is achieved
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Washington Scientihe Induiiries

187 USPQ

In. 1+ Shiles Laboratories. Inc 237

6. Construction of specification and
claims — Claim defines invention

(§22.30)

Infringement — Substitution of
equivalents — In general (§39.751)

Doctrine of equivalents does not altos 1n-
fringement finding to be based on inven-
ton's Uessence:” doctrine 1s principle of
claim canstruction and adheres to principle
that claims are sole measure of patent grant

7. Infringement — Substitution of
equivalents — Basic, improvement
or paper patent (§39.753)

Patent on device that is not first of kind
but rather one among many . some 1n actual
use 1S Improvemen' patent entitling patent
owner onlv 1o aymvention described and
caimed in patens

8. Infringement — Defendant operating
under other patent (§39.35)

Presumption from patent grant — In
general (§55.1)

Fact that Parent and Trademark Office
alliwed patent an accusec device after cor-
sdertre patent owner's device while noe
conclusive gies rise o presumption that
there 1« substantial dilterence between n-
vernter

9. Iniringement — Substitution of
equivalents — In general (§39.751)

When resorting 1o doctrine of equin alents
for enfareing claim’s scope s permissible
accused device must he compared to claim
ot element-by-element basis with
cquivalency measured by three-part test
requiring consideration ol means. operation
ana result. each of daim’s components or
ciunalenr must be in accused device and
there must be substannal identin in come
lunction and result  means by
resul' s anaimed  and manner in
which component operates with other com-
Pronents 1o produce result

anen .

which

10. Construction of specification and
claims — By Patent Office
proceedings — In general (§22.151)

Liminns in broadesa o that Par-
et md Trademark Olice required as cons
dhion tor granting parent are bindine or
parent owner. and onh devices indluding
cach of components of hmitaton introduced
during prosecution can be (damed by pal-
Nt owner o anlningement  acuon
hmiatons introduced into daims to obrain
Patent cannot be jgnored

Particular patents — Heart Valve

3.476.143. Kaster
Valie claims 114131
not ininnged

Pivoting Disc Hean
7,20 and 21 vahd. but

Action by Washington Scientific In-
dustries. Inc . The Regents of the Universiny
of Minnesota. and Medical Incorporated
against Shilex Laboratones. Inc . for patent
infringement  Judement for defendant
Lindquist & Vennum. Minneapohs. NMinn

and Bruce A Jageer and Beehler

Mockabee  Arany. Jageer & Bachand

both of Los Angeles Calif . for plainuifis

Robert A White. and Arnold. White &

Durkee. both of Houston. Tex . and
Grant L Hubbard and Knobbe
Martens Olson. Hubbard & Bear. both

of Orange Cahl for delendant
Lucas District Judee
Findings of Fact
Grnerp Finggin o

I Thie iv an action {or patent infringe-

ment Detenidan Stuten Laborararies T
1c accused ol anfningine United  States
Leter~ Parent No o 3470143 idenufied
hereinalter as the paten in surt ar the

Kaster patemt

2 Piawints are the Reeents of the Uniner-
sy of Nlinnesota the record owner of the
paten ir suit and Wachington Soiennfic In-
dustries Inc and Medical Incorporated the
fatter nwo companies asserting rights as
successine exclusne heensees under the pat-
entin sunt Delendant challenges the valids-
tvoand narure of Plainufls’ daimed righis
under the patent but for the sole purpose o!
bringing on this trial supulates that one or
more of Plainufic have sufficient interest 1o
try the issues of vahdity and infringement
which were separated for thiv trial by an
order pursuany 1o Rule 42t F R (i P
dared Julv 24 1973

3 Tne Court has subject matter jurisdi -
von under Secnon 1338 4 of Tule 2%
United Stares Code and Defendant is a rev-
den’ of thix dintrict and has commitied acr
accused ol infringement in this districr Ao
cordinglv  the Court has jurnisdiction and
venue is properhy laid in this disinar

$ar

4 The patent 1in st was issued on
November 4 1969 as a result of an apphca-
tort filed on April 17,1967, 1n the name of
Robert L Kaster It 1s ennitled “Pioting
Disc Hearv Valve © and i< subject matter i

Sk Lt Prrne
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W ashington Sceentihic Indusinies.

Inc « Shiley Laboratories. Inc 187 USPQ

summarized in the following abstract which
appears as a part of the patem

A one-wav mechanical heart valve com-
prising a base havine a passage allowing
hiquid to fiow through the valie A disc
located within the passage pnots about a
chordal axis to an open positon and a
closed position relative to a seat on the in-
side of the base In one form the seat in-
cJudes arinchined upper arcuate seat and
aninchned lower arcuate seat circumyen-
ting the passage In another form. the seat
1s an annular poruon of the internal an-
nular wall which 1s engaged by the
periphery of the disc Two pairs of arr-
cumferentially spaced pnot projecnions
prosiged tor the pnoting of the disc about
a <norda, axis of the disc Retaining

means in the form of curved side ears or a
center
re,gtin”

strut hold the disc
with the pase

in assembled

s s desoribed beothe pa-
designs showrnoarn
The other
2ol ot the par-

Ao e
“he

soanan o Froures

e
paterns

e !

S [weerdant o accused ol nInneine

( 20T om0 nne
reonian naependens Caaims beine
27 Ine fue wrapper of tne patent
refv o~ ina Ciann 17 was preserted 10 the
Parers Otfice a~ teinz patierned afrer
Clain, 1} and Piaambs construe the ddaimes

0 thes acnon as beine of equal breadih and
applicabue o the accused device inthe same
wav (i, 10 1s ser out beiow as 1t appears
inothe parerns
LA one-way adive tor controiling the
fow of o fluid comprising a base having
ar. anernal annular wall lorming a
passage chrough the base disc means
positionable inosaid passage for movement
to ar open position and & (losed posinor

said dise means having an annular un-
interrupred periphera. poriion
cooperatne win said annular wall 1o

suttantias ciose said passage when the
dise means 1s 1n the closed position: and
pror means secured 10 the base allowine

pnota'’ movement of the dise means
betweer, the open position and the closed
postion about an axis which coincides

with a chord of the disc means said prot
means having a (irst pawrof leesand . <ec-
ond pair of legs directed toward each
other eacti pair ol legs having a first leg
and a second 1ee spaced from each other
10 accommodate a periperhal portion of

Background

5 An artificial heart valve is surgically
implanted within a patient as a complete
replacement for a diseased or defective
natural valve. Its lunction must be the same
as that of the natural valve. it must open 1o
permit flow in one direction. and close 10
prevent or substantially restrict flow in the
opposite direction

6. Prior to the development of technique~
for open heart surgery about 1933 there was
no manner of implanting and hence no need
for an arufical heart valve. Accordingly. the
entire history of development of this tvpe of
device has spanned a relatively briel period
of approximatels fifteen vears A number of
devices of this tvpe were developed by others
and were being used by the medical profes-
sion prior to the designs represented by the
patent in sunt

The first widelv used heart rahe
prostheses were valves adapted from
well-known industrial designs. the
Starr-Edwarde ball vabe the  Smelaft-
Cutter valve and the Kav-Shne disc valee
which was designed b. Donaid P Shile
and markesed by Srilen Laboratones Inc
Tiitine disc valves paorec on mings- Frates

and Pierce andina ningelsss 3enar W
were knowrn b rhe @ 5 e oo ade d
central flow of re core - - o
Kaster valve ana the acows o
“free-floating “hingeless  ulung aisc vahe
concept in which wear was distributed

around the disc and 1n which the disc was
free 10 rotate about its own axis. as in the
Kaster vahe and the accused device. was
also known by the mid 1960s. Cruz and
Kaster The prior art had recognized the
design characierisucs necessary  for the
design of nltng disc heart valves in which
the disc was free floating and in which both
sides of the disc were washed with blood
Witrin these known and obvious criteria
the Patent Office appears 1o have recoerized
a potennal for patent protection himited 10 a
few specific structures The problems facing
the valve desiener in the last hall of the
19011°s were problems of streneth and
durabiliny of materials and use of biotogically
companble matenals n designs  which
would permit long term clinical use This.
then 1s the state of the art against which the
Kaster patemt must be measured

The Patented 1aice

The patent 1n suit does not represent
the first arnficial heart vaive proposed for
use by the medical profession having a base
with a central passage. a disc-like member
for opening and closing the passage. and ad-
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valiing member in its movements. Neither
does it represent the first artificial heart
rvalve in which a disc-like valving member
pnots about a chordal axis Since neither
the free floating disc concept. the abilins to
rotate about a central axis. nor the pivoting
disc concept. which allows washing of both
sides of the disc and the contact area
between the disc and the valve body. was
origiated by Mr Kaster. and the advan-
tages of both were well known and obyious.
the Kaster patent can cover. at most. a
spectfic structure or improvement Its
features of noveltv reside in deails of con-
strucnion rather than basic concepts

The Paten: Dusclosure

&  The patent in suit discloses four
separate and disunct twpes of designs of
heart valves. the first being illustrated by
Figures 1-3 of the patent. the second by
Figures 6-9 the third by Fiqures 10-11. and
the lourth by Figures 12-16 The first three
designs appear to have been concened by
N; Kaster over a period of ime extending
frons late 19¢° rhrough lare 1966, whereas
there 1< substanua: evidence that the fourth
desizr Fieure O did not come into existence
belare the date of completion of the firs
arawing of this design February 110 1907

Ir strucrure and operation. the first three
desigrs are bYaucallv simular 10 each other
and canstare the first lorm described in the
purent The fourth design s materiallv and
substennally different. and s referred 1o a«
another 1orm of valve More paruicularh

a Each ol the first three embodiments
has a superstructure. retaining means’
secured 10 and extending above the base
which holds the disc in an assembled and
operative posinon The fourth design has no

corresponding elements. the talung
member beiny confined by retainine
means” consisting of “legs terminauing in
€ars

b Each of the first three embodiments
utiize- a true disc as the valving meniher
arcelement which s circular. flat. and in the
words ol the patent. “relanvels thin and
complerels umiplanar * In the fourth deuign
the waliing member has a flar upper surface
o conven fower surface and a special edge
~hape sa1d by the patent to be “an enlarg=d
peripheral bead” which s “generally ovalin
cross section” bur which has a “linear oy hn-
dricai portion’ at its perimeter

1 In each of the first three designs. the
valuing member. inats closed posinon rests
upon “an nchined upper arcuate seat” and

ananclined lower arcuate seat” which are
formed incide the valve base In the fourth
desigr. the oviindrical portion around the

perimeter of the valving member closes the
passage by engaging “an annular portion of
the internal annular watl” of the base where
it makes “'hght surface contact”™ with such
wall

(d! In each of the first three designs. the
valving member is held in position by pivot
rods. projections or abutments formed by or
on the ends of the seat formed in the base
and b\ the superstructure atop the base In
the fourth design. the valving member 1<
restrained and guided by the four elements
identified in the patent as legs terminating
in ears’ which engage the ‘‘eniarged
peripheral bead =

(¢} In each of the first three designs. the
valving member. in its closed position. is
tilted with respect to the honizontal at an
angle of approximately 18° In the fourth
design the valiing member closes 10 a
horizontal position

The Subaect Matter of the Claime i Sur!

9 The claims in suit cannot be construed
1o cover amv af the firer three designs Suck
construction s ampermusable for severdl
reasons the most important of which are as
follow

a The term “legs " which consututes a
crmicat imitanon in the claims 1s emploved
by 1he patent onh 1o describe the fourth
desigr.

b The requirement for “an internal an-
nular wall” which cooperates with “an an-
nular uninterrupted peripheral portior,’
ithe peripheral bead - of the “'disc mean<™ )«
not sansfied by the first three designs which
have inchned upper and lower arcuate sear«
engageable by the upper and lower surfaces
of the disc

10° Events associated with the prepara-
uon of the application for patent direcied
toward the Kaster designs confirm that the
claims in suit were drawn to define the
fourth desigr. Speaificallh  on or abou:
Jatuars 111967 a proposed application for
patent was submitted to Mr Kaster [
descnibed only the first three designs and
contained ten clayms which correspond 10
the first ten claims of the apphication as ul-
umately filed Ali are limuted to the upper
and lower valve seat arrangemen which 1«
common to the first three designs Subee-
quenthy. the proposed apphcation was rey .
ed and filed. the revision consisting of 1he
addition of drawings and a description of
the fourth design and five more claim.
These additional claims became the basis of
the claims in suit, and their ongin in the
device of Figures 12-16 1s manifest from
their laneuage
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The Accused Iriiee

1} The accused Bjork-Shilev valve is sub-
stantialhh different in concept. construction
and operanion from the valves disclosed in
the Kaster patent The accused device is
similar 1n a few general respects. as are all
disc rvpe heart valves. to the Kaster disc
vahe Like Wada. Frater. and Pierce. the
discoid valving element in the accused
device bilts in the flow passage Like Cruz
and the ball valves as well. the valving ele-
ment is free to rotate about a central axis 1o
distribute wear But. unlike the Kaster
valve. the discaid valving element is not con-
trolled by pairs” of lees which are directed
toward or aligned with each other to cause
the disc 1o piot about a chordal axis.
rather the Bjork-Shilev valving element is
controlied by two complex support rods and
wobbles open. without having an axis. on a
centrally located point surface. and rocks
closed on proeressivelh mouing contact
points Unlike the Kaster valve. the discoid
vaiving element of the accused device does
not close the passage. but. contrary to the
parent teaching 15 spaced from the wall o
allow controlled backfion These fundamen-
tai structural and funcuonal differences
were recogmzed by the Parent Office ac
ratentable difterences and Plainuffs” Expert
adnuuted thar a funcuonailh adentical flip
valve "does not come under the teaching ™ of
the clairs of the patent in sair There was
no testimony that the fiip valie performed
the same worhn substantally the same way
to accomphsh <ubstanuieilv the seme results
as 1he patentea vale

oo fror vz

12 Plainudls antringement case is based
on the assertion that the scope of the patent
should be measured by what 1~ referred to as
the “essence’ or the “subsiance of the in-
ventior, In the words of Plainutts” Expert
this “essence’ or “substance 1> a one-way
valve with a pnoung free-floating valve ele-
ment & disc that s locared 1n the flow
passage and s free 1o rorate 1n jts own
plane " Nonc of 1the cdaims 1n the patent
and none of the (laims mn1scue are of such a
scope Claims narrower 1n scope than the

essence’ aswcerted by Plainuffs as a
measure of intringement were specifically
rejected by the Patent Office and the claims
ultimateiy proposed by Plamuffs 1o obtan a
patent and allowed by the Patent Office an-
clude very precise structural and functional
defimtions and relationships It s the claims
as allowed by the Patent Office which must
be and which are here considered

13 The principle of operation of a tilung
or pnoung disc valve was well known 1o

heart vaive designers prior to development
of the parucutar designs shown by the pat-
ent in suit. Several designers offered valves
which would provide improved teatures of
operation and desirable hemodvnamic
characteristics in_the region of the pivot or
hinge. including Dr. Frater. Dr. Pierce. and
Dr Wada. as well as Mr. Shilev and Mr
Kaster. While Mr. Kaster mav be entitled 1o
protect the specific structural arrangement
which he developed. his patent cannot be
broadened bv construction 10 cover all
designs which constitute applications or
adaptations of the tilting or pivoting disc
principle. or of the free floating disc princi-
ple

14. When the application which became
the patent in suit was filed in April of 196~
sixteen claims were presented for examina-
unon Of this group. application Claim 11.
which ultimately became Claim 11 of the
patent in suit. was directed broadiv toward
a combination of three elements. a base. disc
means for selective movement to an open
and closed position relative 1o the base. and
pivot means allowing pivotal movement of
the disc means between the oper position
and the dosed posiion Following inimal es-
aminauon of the application. the Patent O1-
fice rejected Claim 11 as “being obvioush
fulll. met” by a prior paren: Thereafrer
Claim 1 was amendes 1+ a4 -me {cliowing
definition of the povee me-

USaid proen means b o - HH
]CQ\ and a second pair wl eg- directed
toward each other. each pair of legs hai-
ing an upper leg and a lower leg spaced
from each other 10 accommodate &
peripheral portion of the disc means.”

15 Claim 17 of the patent in suit did not
appear in the application as originally filed.
but was added by amendment in 1969
Upon the occasion of its initial presentation
for examination. in substantially the form in
which 1t appears in the patent. the state-
ment was made 1o the Patent Office that
“new Claims 17-21 are patterned after the
allowable Claim 11. These claims more
specifically define the one-wav heart valve
for controlling the flow of blood.™

16 The foregoing circumstances preclude
any construction of anv of the claims in sunt
which would cover or include a device in
which the pivot means are not precisely as
defined in such claim. consisting of two
pairs of elements 1dentified as legs which are
directed toward or are aligned with and
projected toward each other with each pair
of legs having an upper leg and a lower leg
spaced from each other to accommodate a
peripheral portion of the disc means
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17 None of the claims in sun are in- operatng charactensncs of the devices
fringed by the devices of Defendant  presented in the patent which suppart and

Althoueh there are several respects in which
the claims fail 10 define the Bjork-Shiles
valve. those enumerated below are deemed
to be the most sigmificant

a The discoid valving member in the
Bjork-Shilev valve doe< not have an “an-
nular uninterrupted peripheral portion™ 1n
the sense in which such term1s emplovedin
the patemt

(b The valving member in the accused
vafie does not close the passage in the sense
of the patent Reverse flow 1s not blocked
oo rather a controlled amount of fluid con-
tinues to circulate throueh the valve through
a space between the valving member and the
walls of the passage

¢ The accused device does not involve
prowa; movement in the sense in which such
term; v emploved 1n the patent and n«
ciarms Instead the action in opening
more accurately described as wobble. and
the closing operation involves a rocking mo-
1oR

I

«d Most siemiicanthy the accused device
does not have @ Dirst pair of legs and a sec-
ond pair of legy and it has noelemenis cor.
resionditic to the fees diveiosed by the pace
ern g siructure of tuncton Instead o b
nwo specialls shaped support rod-

Ix Although plainufls assert that the suj.-
port rods ;rothe acoused Biork-Shie
ur pnrnen. creol consttute Ulegs which
are e crothe lees daimed o the g
ten' their expert admitted that the Shuey
device woulc be inoperatne if onh the
asserted “legs’ were present. 1e . that the
“legs” did not perform the retaiming func-
non required by Plainulfs  constructnion Trs
viear from the resumony of both Plainuffy’
and Detendant’s experts that

a there are important structural
differences between the “legs” claimec i
the patent and the asserted “legs " in the ac-
cused device and

(b the asserted “legs in the accused
device are removed i principle from the legs
i the patent and
du not perform the same funcuor and
do not function in the same wan
complish the same result as that periormed
ana accompliched by the “leg~  of the puar-
ent (laims in issue

19 There 1s no substanual (dentty in
terms of means operatuon and resulr
between the device claimed by the patent in
suit and the Bjork-Shiles valve which i ac-
cused of infringement As 1o each element
defined by the claims. there are maior
differences berween the structure and

ve

LaleT

«

tooac-
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give meanming to the claims and the struc-
ture and operauing characteristics of the ac-
cused device The foliowing differences are
particulariv matenial

ta: The patent shows rwo distinct tvpes of
vaive bases. but both differ sigmificantis
from the ring-like base in the accused device
which has no seats projections or stops< 1o
interrupt the flow  passage  and which
provides dissimular patterns of blood flow
and a maximum ranwo of orilice diameter 1o
ussue diameter

b The patent also show< twa tipes o
valving members. one of which constitutes a
true disc and the other of which 15 a coni-
posite structure having a number of special
requirements and characteristics essential 1o
the performance of its function The accused
device however. has a valving member
which 15 unlike any structure disclosed b
the patenr and which functions
different manner

{c: The elemenis which the paten
describes as piot means straddle the
saluing member at spaced points ar the .-
er periphery 1o establish a fixed and unalier-
ing chorda! axis and incure true proons
movement The accused device on the ates
Rand has ar upper suppor: rod anc o oo e
supiort rod each of which v umigaen o -
tigured tn prodace operanng charactere
unlihe those af arn desion showr by e s
ent

d The patent discloces retaimine means
fOr ihe nrs: ree designs CoOnssTing ol g ar
shields ears ar siruts all of which exter
outsardly fram the base and subsiani,s
increase the profije or height of the valie
The fourth design. which 15 subsequent i
time to the development of 1he accused
device. has a retaiming arrangemen: whi. i,
imolies earc at the ends of the ey~
But the accused devices have no separare
retaining means theraliing member i« b}
controlled and confined by the support ror.
Thus a leature of some signiticarct
provided a lower profile. ease of suruting
and no risk of heart damage from the
wardlv projecung horne or shieids

18

uj -
t

Conclusions of Law

[1} A The burden of proving infring:-
ment s upon plamnnils and plainsfs ha.o
not proved that the accused Bjork-Shiles
valve infringes the claims of the Rasrer -
ent which are 1noassue A determinaio
respecting infringement requires s
parison of the claims of the patent with rthe
accused device on an element-hy.elemer.
basis. Werner v King 96 LS 21n 157",

Cory-
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Hardison v Brinkman. 136 F 962 (9th Cir [4] D. The claims in issue. read. con-
1967, Stukenbore v Teledvne. Inc.. 299 sirued and applied in light of the specifica-
F-Supp 1152 161 USPQ 10 (CD Calf  tion of the Kaster patent and the description

1969 and "I s settled that "to sustain the
charge of infringement the infringing device
must be substantiallv identical with the onc
allezed 10 be infringed 1n (1) the result at-
tained 125 the means of antaimng that
result. and t3; the manner in which its
different parts operate and cooperaie 1o

produce that result = " Dolgofl v. Kawvnar
Company. 1& FRD 424 108 USPQ 60
‘S D Cahf 1933+ quoting from

Montgomery Ward & Co + Clair 123F 2d
b x wnl A1 USPQ 499 302-503 (&th Cir
1941 Infringement 1s not & mere matter of
words and there is no infringement if the
mode of operation of the accused device is
different or there s no equirvalency of means
Grant v Koppl. 99 F.2d 106. 39 USPQ 30

9th Car 193~ Evidence of eeneral
<similariies 10 broad concept eg  a nlung
dis¢ a disc free to rotate et 1s not suf-

ficient 10 establish infringement

(2] B Plainuffs” attempt 10 substiture an
BIRETILC (e} subslanlf e ”'HS hugarion
in hew of the claims which the Patent Office
aliowea 1z tantamount to clarming infringe-
ment based un a funcuon. resuit or pringpic
uloperauen but abstractions suth as thest
canno® be patented  MWestinghouse
Bovden Power Brake Co 1700 LS 237 »

N~ (1 TuT o IkUn A patent must be direcred
toward a conerete ihing  consishng of
parts  or o certain devices and con.-

Burr « Durnvee |

brnatons of devices
2T s Aro Manufaciuring
Converuble Top Replacemen Co
U~ 3300 3ou-01. 12 UsPQ 354
364-36° 1901 . Nelson+ Batson 322F 2d
132 13n 138 USPQ 352 330-%77 -Oth Cur
190a
[3) C The burder of proving sniringe-
ment cannot be satsfied by comparing the
accused device with plamnufls commeraial
Lillehei-Kaster valve Tt s aviomanc in the
patent law that infringement depends no
upon what 1s manulactured or sold by th
patenter but upen what he ha- patented
Magnaven (o v Hart & Reno T3 F 2d 43
343 23 USPQ 21T 225223 Oth Cir 1934

Hobb- v Wisconsin Power & Light Conm-
pamy 250 F2d 1o Juo.11n 115 USPQ
371 37A-379 Tih Cir 1937 The evidence

concerming  comparatne resulic betweern
plainufts” commercial device and the ac-
cused device was at best inconclusne but
ever o substantial showing of the genera!
similarinies 10 overall results to which the
evidence related would be insufficient to es-

tablish infringement  Westinghouse
Bovder, Power-Brake Co. 170 US 337
KO

of the alleged invention. as the claims must
be. Moon v Cabot Shops. Inc. 270 F.2d
339123 USPQ 60 (9th Cir. 1939). are not
literallv infringed. and the claims cannot be
given a broader scope than the actual inven-
tion. Kemart Corp . Printing Arts
Research Laboratories. Inc . 201 F.2d 624,
629. 96 USPQ 139.163-164 (9th Cir 1933
69 C].S Patents §205 While one could
concene of other usages and meanings fo
certain terms 1n the patent claims. certain of
the kes words. e g . “legs  “pairs.” Tan-
nular’” and “peripheral.” are not found in
the description of the invention set forth in
the specification except in reference to par-
ticular designs and structures. these terms
must be given the same meaning in the
claims as thev have 1n the speaficanon
Jones v. Svkes Metal Lath and Roofine Co
234 F 91 (oth Car 1915, Giang these key
claim terms the meaning they have in the
specification. these terms have no applica-
tion 1o structures an the atcused
Biork-Shilev valve tor there are no
responding strucrures which are subsian-
nalh adentical 1o or eperaco in substantialiv
the same marrer snd socprrate wih ¢
SUructLr s onosume el e same manner

Cor-

er

as de the struet ores oro ke dnclosed imven-
SIE AR TIIN “ v are applicabic
Deland - = FER D 424
s USRI ~ (G ETE At
NMontgomers Wore & Coov Clar 123 F 2d
TN A LabQ o aen nih Car
(5] 19411 Since the accused device 1s sub-

stanually dilterent 1n the means by which
the result 1s obtained and the manner n
which the sarious structural elements<
cooperate 1o produce thar result. there 1z no
infringement even if the result achieved were
regarded as the same as that achiesed by the
patented device Shakespeare Compum
Perrine Manufacruring Compam. @1 F 2d
19934 USPQ 172 i8th Cir 1037

6] E The Court construes plamtiiis
contention that infringemen: can he based
on finding the “essence’ of the invennion in
the accused devices as an apphicanon of the
doctrine of equialents. however. thiv doc-
trine cannot be applied so broadiv as to base
a finding of infringemen: upon such an
abstraction as the “essern ¢ of animieanan
Neison v Batson 322 F2d 132 13 19th
Cir 1903 Apphcauon of the docrme ol
equnalents intohes mam considerations
but 1t a principle of claim construcnion and
does not permut departure from the fun-
damental principle that “the claims made 1n
the patent are the sole measure ol the
grant * Aro Manufacturing Co v Coaverni
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ble Top Replacement Co. 365 L'S 33¢
360-361. 128 USPQ 334, 3064-305 (19615,
McClain v. Ortmayer. 141 U.S. 419, 12
SCi 76 (1891)

(7} F. The patented valve 1s not the first
heart valve but is. rather. one of a large
number of heart valves. many of which
found clinical applhcation and a number of
which are disc type heart valves. thus. the
patent is an improvement patent and the
patentee is entitled onlv to the invention
described and claimed in his patent
Blanchardy J L Pinkerton. Inc 77 F.Supp
861.78 LSPQ 179 (S.D Cal 1948). Cf Bel
Francia\ Stanthony Corporation. 278 F.2d
745 747,125 USPQ 382 384 (9th Cir
1960): Kemart Corp v. Printine Arts.
Research Laboratories. Inc 201 F.2d 624.
629, 96 USPQ 139. 163-164 (9th Cir. 1953,
Stukenborg v. Tejedyne. Inc.. 299 F.Supp
1152, 161 USPQ 10 (C.D. Calil. 1969,
Pacific States Electric Co. v Wright, 277 F
756 (9th Cir 1922 The patented valve does
not cover a function never before performed
a whollv novel device. or a distinct step 1n
the progress of the art. but s more accuraiels
characterized as the next of manv im-
provement steps in the art. Westinghouse +
Bovden Power Brake Co.. 170 LS 537,18
SCr 707 11898

[8] G The accused device 1s the subject
ol a United Mates patent allowed by the
Patent Office after specific consideration of
the Kaster patent in suit and. while this s
not conclusive that the accused Bjork-Shilev
valve does not infringe the Kaster patent
“the presumption from the grant of letters
patent that there 15 a substanual
difference between the inventions” Kokorno
Fence Machine Companvy Kitselman. 189
US 8 23 23 SCr 521,527 (1903,

[9] H When 1t is permissible at law to
resort 1o the doctrine of equivalents for pur-
poses of enlarging the scope of a claim. the
accused device must be compared with the
patent claim on an element-by-element
basis. and equivalency must be measured by
a three-part test requiring consideration of
means operation and result “Devices in a
patented machine are different in the sense
of the patent law when they perform
different funcrions or in a different wav. or
{roduce a substanually different result

‘mon Paper Bag Machine Co . v Murphy
97 U.S 120 (1878). Hardison v Brinkman
156 F 962, 96™ (9th Cir 1907 Hobbs \
Wisconsin Power & Light Company. 230
F.2d 100. 109. 113 USPQ 371. 378-39 ("th
Cir 1957) Each of the components defined
in the patent claim or its equivalent must be
found in the accused device and there must
be substanual idenuty in the function and
result of that component. the means by

18

which the result is attained. and the manner
in which that component operates and
cooperates with other components to
produce the result Dolgoff v Kaynar Com-
pany. 18 FR.D 424 108 USPQ 66 (SD
Calif  1935); Shakespeare Company
Perrine Manufacturing Company. 91 F.2d
199, 34 USPQ 172 (8th Cir 1937); Grant s
Koppl. 99 F.2d 106, 39 USPQ 36 (9th Cir
1938). No such identity of components.
function, means and result exists between
the patented valve and the accused
Bjork-Shiley valve

[10] 1 The limitations in the broadest
claims which were required by the Patent
Office as a condition of obtaining a patent
are binding upon plaintiffs and plainuffs are
not now free to claim any prvoung disc valve
but only pivoting disc valves which include
each of the components of the limitation in-
troduced during prosecution: ¢.g.. the two
pairs of Jegs which are structured and which
cooperate with the peripheral portion and
with each other in the manner and relation
defined in the claims “The patentee mar
not. by resort to the doctrine of equivalents.
give 10 an allowed claim a scope which 1t
might have had without the amendment. the
cancellauon of which amounts to a dis-
claimer " Schriber-Schroth Co v Cleveland
Trust Co. 311 US 211,221, 47 USPQ 343
(1941 Burgess & Associates. Inc.
Klingensmith 487 F 2d 321. 180 USPQ 113
19th Cir 1973 “Whartever mas be the ap-
propriate scope and apphcation of the doc-
trine of equivalents where a claim is allowed
without a restrictive amendment. it has lone
been settled that recourse may nor be had o
the doctrine 1o recapture claims which the

atentee has surrendered by amendment

xhibit Supph Co v Ace Patents Corp
315 US 126, 32 USPQ 275 (1942). Since
the evidence clearly shows that the structure
and the operating relanonship of the sup-
port rods with the disc i1n the accused
devices 1s different in principle from the legs
and peripheral portion relationship defined
in the hmitations introduced 1mto the claims
10 obtain allowance. the oniy manner in
which infringement could be found would
be to1gnore these limitations and this 1s not
permitted

] Based on the foregoing Findines and
Conclusions of vahdity but non-infringe-
ment. a judgment of dismussal of Plainuffe
suit based on infringement of the Kaster par-
ent in suit s required Clayms 11. 12 13
17.20 and 21 are not infringed
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